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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 07 April 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qt/ay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-23 and 25-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-23. 25-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060512 



Application/Control Number: 10/696,088 Page 2 

Art Unit: 1713 

DETAILED ACTION 



1. This amendment is in response to amendment filed on April 7, 2006. With the addition of 
new claims 1-23, 15-27 are now pending in the application. 



2. Applicants amendment and arguments have been fully considered but not found 
persuasive and thus, all rejections presented in the earlier office action are sustained. 

Response to Arguments 

3. With regard to prior art to Barsotti et al., applicant's argue that the prior art includes three 
essential components while the corresponding component of the instant invention includes only a 
copolymer and silica and does not require a polyethylene glycol component. Applicant's 
attention is drawn to Table 7, examples 1-3 of the instant disclosure which clearly includes a low 
molecular weight polyol. Since the prior art polyol has a wt. average mol. wt. of 800-400,000, it 
is the examiner's position that the low end of the molecular weight satisfies this requirement. 
The arguments centering around the number of the components in the coating composition is 
vague and applicant's attention is drawn to the number of components in table 7 of the instant 
disclosure. 

Additionally, while it is recognized that the phrase "consisting essentially of narrows the 
scope of the claims to the specified materials and those which do not materially affect the basic 
and novel characteristics of the claimed invention, absent a clear indication of what the basic and 



Application/Control Number: 10/696,088 Page 3 

Art Unit: 1713 

novel characteristics are, "consisting essentially of is construed as equivalent to "comprising". 
Further, the burden is on the applicant to show that the additional ingredients in the prior art, i.e. 
polyethylene glycol having a wt. average mol. wt. of 800-400,000, would in fact be excluded 
from the claims and that such ingredients would materially change the characteristics of the 
applicant's invention, See MPEP 21 1 1.03. Moreover, the statement that claims under review do 
not require polyethylene glycol is a conclusory statement with no evidentiary weight, i.e., 
attorney's statements are not a substitute for factual evidence. Case law holds that "[i]f an 
applicant contends that additional steps or material in the prior art are excluded by the recitation 
of 'consisting essentially of,' applicant has the burden of showing that the introduction of 
additional steps or components would materially change the characteristics of applicant's 
invention." In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). Applicant is advised 
to submit clear and convincing evidence in the form of a declaration that polyethylene glycol 
would materially affect the basic and novel characteristics of applicant's invention. 

Rejection of claims over Briggs et al. is also sustained. Firstly, the composition as recited 
in instant claim 1 reads on the basecoat composition disclosed in column 8, lines 10-30, which 
clearly includes all the components. Thus, inventive compositions 1-4 in table 1 of the prior art 
consist of a crosslinkable acrylic copolymer, fumed silica and crosslinking agent. With regard to 
the rej ection of claim 25, the prior art discloses a process of producing the coating by including 
an epoxy functional acrylic polymer in addition to an acid containing acrylic copolymer as 
crosslinkable component. However, absent a clear indication of what the basic and novel 
characteristics are, "consisting essentially of is construed as equivalent to "comprising". 
Further, the burden is on the applicant to show that the additional ingredients in the prior art, i.e. 
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epoxy functional acrylic polymer, would in fact be excluded from the claims and that such 
ingredients would materially change the characteristics of the applicant's invention, See MPEP 
21 1 1.03. Case law holds that "[i]f an applicant contends that additional steps or material in the 
prior art are excluded by the recitation of 'consisting essentially of,' applicant has the burden of 
showing that the introduction of additional steps or components would materially change the 
characteristics of applicant's invention." In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 
1964). Applicant is advised to submit clear and convincing evidence in the form of a declaration 
that epoxy functional acrylic polymer would materially affect the basic and novel characteristics 
of applicant's invention. 

With regard to Bederke et al., the prior art discloses coating composition comprising 
copolymers comprising 0.6-7.50% acid monomer (abstract). Working example 3 disclosed in the 
office action includes a crosslinkable component consisting essentially of an acrylic polymer as a 
crosslinkable component. Applicants arguments that Bederke et al. require amides of 
(meth)acrylic acid and phenyl alkyl esters of (meth)acrylic acid are not found persuasive because 
such limitations are not disclosed in the instant invention. The composition of the acrylic 
copolymer as recited in instant claims is open ended with respect to the various comonomers. 

Action Is Final 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Future Correspondence 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satya Sastri whose telephone number is 571-272-1 1 12. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 1 14. The fax phone numbers for the 
organization where this application or proceeding is assigned is (571) 273-8300 for regular 
communications. The unofficial direct fax phone number to the Examiner's desk is 571-273- 
1112. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

SATYA SASTRI 
May 12, 2006 

DAVID W. WU 
SUPERVISORY WffENT EXAMINER 
TECHNOLOGY CENTER 1 700 




